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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
Claims 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brunts et al. (U.S. 5887269A) and in view of Nimura et al. (US 588421 8A). 

With respect to claims 1 1 , and 16, Brunts et al. discloses a memory card (120) 
(Brunts et al, figure 8), which is about the size of a credit card and is formatted to 
PCMCIA standards. And said memory card is for use with the memory card interface 
(36) which is provided to read the data from the memory card (120) (Brunts et al, figure 
3, memory card 36). Brunts et al. teach that the memory card stores data regarding to a 
navigation destination (Brunts et al, column 7, lines 1-10) and said the memory card 
interface (36) is provided for reading the information stored in the memory card (Brunts 
et al, column 7, lines 50-65). 

Brunts et al. do not disclose that the following limitation: "audio data assigned to 
the at least one navigation destination stored in the memory". 
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The reference to Nimura et al. has been cited as teaching a navigation system 
including an IC memory card (Nimura et al., column 8, lines 41-50) for storing various 
data such as destination data, voice guidance data, picture showing simple guide route 
that are necessary for navigation. Nimura et al. do not disclose that audio data 
assigned to the at least one navigation destination stored in the memory, however, the 
memory card, as set forth in column 8, lines 41-50, actually stores audio data and 
navigation destination, therefore Nimura et al. inherently disclose "audio data assigned 
to the at least one navigation destination stored in the memory". 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Brunts et al. to include the teachings as 
taught by Nimura et al. to gain advantage therefore (i.e., a driver can be capable of 
maintaining safety driving while reaching a selected destination). 

The statement of intended use or field of use, "adapted to" clause is essentially 
method limitations or statements or intended or desired use. Thus, these claim as well 
as other statements of intended use do not serve to patentably distinguish the claimed 
structure over that of the reference. See In re Pearson , 181 USPQ 641 ; In re Yanush . 
177 USPQ 705; In re Finsterwalder, 168 USPQ 530; In re Casey . 512 USPQ 235; Jnre 
Otto , 136 USPQ 458; Ex parte Masham . 2 USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" 
if the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham . 2 USPQ 
2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danlv . 120 USPQ 528, 531. 
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Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc. . 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 

With regard to claim 12, Nimura et al. disclose that the audio data includes 
information about the navigation destination (Nimura et al., column 8, lines 41-50). 

With respect to claim 13, Brunts et al. discloses a navigation method comprising: 
a card interface (36) provided to read the data from the memory card (120) (Brunts et al, 
figure 3, memory card 36). Brunts et al. teach that the memory card stores data 
regarding to a navigation destination (Brunts et al, column 7, lines 1-10) and said the 
memory card interface (36) is provided for reading the information stored in the memory 
card (Brunts et al, column 7, lines 50-65). 

Brunts et al. do not disclose that the following limitation: "reading audio data 
assigned to the navigation destination from the memory of the navigation card". 

The reference to Nimura et al. has been cited as teaching a navigation system 
including an IC memory card (Nimura et al., column 8, lines 41-50) for storing various 
data such as destination data, voice guidance data, picture showing simple guide route 
that are necessary for navigation. Nimura et al. do not disclose "reading audio data 
assigned to the navigation destination from the memory of the navigation card", 
however, the memory card, as set forth in column 8, lines 41-50, actually stores audio 
data and navigation destination, therefore Nimura et al. inherently disclose "reading 
audio data assigned to the navigation destination from the memory of the navigation 
card. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Brunts et al. to include the teachings as 
taught by Nimura et al. to gain advantage therefore (i.e., a driver can be capable of 
maintaining safety driving while reaching a selected destination). 

With regard to claim 14, Brunts et al teach that the memory card interface (36) 
(Brunts et al., figure 3, memory card 36) for reading the information stored in the 
memory card (Brunts et al., column 7, lines 50-65). The voice data is reproduced via 
the audio speaker (65) (Brunts et al., figure 3). 

With regard to claim 15, Brunts et al. inherently discloses the following: "the 
audio data is read and reproduced during navigational guidance" because during 
navigation guidance, the voice through the speaker (65) is produced for the purpose of 
navigating the driver traveling from a current location to a destination. 

Response to Arguments 

Applicant's arguments filed 12/05/2005 have been fully considered but they are 
not persuasive. The U.S. references to Brunts et al. and Nimura et al. still read on the 
claimed invention. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
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Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Brunts et al. 
includes a memory card (120) which address the claimed navigation card, and that the 
memory card is inserted and read by the memory card interface (36). The memory card 
interface (36) directs to the key card reader as claimed (see Brunts et al., column 12, 
lines 41-50). The second reference to Nimura et al. has been provided to overcome the 
missing feature from Brunts et al, which is the "audio data assigned to the at least one 
navigation destination stored in the memory". The data storage (37) described in 
Nimura et al. (Nimura et al., column 8, lines 41-50) stores various data including audio 
data (Nimura et al., column 8, line 45), and detail destination data (Nimura et al., column 
8, lines 43 and 44). For that reason the combination of Brunts et al. and Nimura et al. 
would be properly and therefore addresses the claimed limitation of the present 
invention. 

Conclusions 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan C To whose telephone number is (571) 272-6985. 
The examiner can normally be reached on from 8:00AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on 571-272-6878. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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February 13, 2006 




